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FIRST ACTION REJECTION 
(Paper# 10/18/2004) 

DRAWINGS 

1 . This application has been filed with drawings that are considered informal; said drawings 
are acceptable for examination purposes. The review process for drawings that are included with 
applications on filing has been modified in view of the new requirement to publish applications at 
eighteen months after the filing date of applications, or any priority date claimed under 35 U.S. C. 
§§119, 120, 121, or 365. . 

CLAIM REJECTIONS - 35 U.S.C. §103( a ) 

The following is a quotation of 35 U.S.C. §103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102 of this title, if 
the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not 
be negatived by the manner in which the invention was made. 
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2. Claims 1-14 are rejected under 35 U.S.C. §103( a ) as being obvious over Castle 
US 2002/0077891 (06/20/2002) [US M 12/15/2000] (herein referred to as " Castle "). 

As per independent claim 1, Castle (the ABSTRACT; FIG. 1; ffi[[0001]; [0004]; 
[0005]; [0006]; [0009]; [0010]; [0011]; [0012]; [0013]; [0014]; [0015]; [0016]; [0017]; 
[0018]; [0019]; [0022]; [0023]; [0024]; [0025]; [0026]; [0027]; [0028]; [0029]; and 
[003 1]; and whole document) shows: "A method for targeting advertisements into media 
on demand selected from a media selection interface, comprising: obtaining a set of user 
information; obtaining a media request . . . determining a set of advertisement space 
information from said electronic copy of said media request for at least one advertisement 
space in said media request; communicating said set of advertisement space information to 
at least one advertising provider; receiving at least one bid from said at least one 
advertising provider; comparing said received bids for said at least one advertisement 
space; choosing a winning bid for said at least one advertisement space; querying said at 
least one advertising provider for an electronic copy of an advertisement for said 
advertisement space associated with said winning bid; receiving said electronic copy of 
said advertisement. ..." 

Castle lacks explicit recital of "receiving an electronic copy of said media 
request . . . and combining said electronic copy of said advertisement with said media 
request. . . ."; however, 
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Castle fl[ [0006]; and FIG. 1, el. 102, el. 104, el 106, & el. 108) discloses: 
"obtaining from at least one potential advertiser, an offer . . .to place an advertisement 
. . . in the publication. " The examiner interprets this disclosure as showing "receiving 
an electronic copy of said media request . . . ."; and the examiner interprets Castle fl| 
[0012]; and FIG. 1, el. 102, el. 104, el. 106, & el. 108)) as implicitly showing "combining 
said electronic copy of said advertisement with said media request. ..." 

It would have been obvious to a person of ordinary skill in the art at the time of the 
invention that the disclosure of Castle (the ABSTRACT; FIG. 1; M0001]; [0004]; 
[0005]; [0006]; [0009]; [0010]; [0011]; [0012]; [0013]; [0014]; [0015]; [0016]; [0017]; 
[0018]; [0019]; [0022]; [0023]; [0024]; [0025]; [0026]; [0027]; [0028]; [0029]; and 
[0031]; and whole document) implicitly shows "receiving an electronic copy of said 
media request . . . and combining said electronic copy of said advertisement with said 
media request. . . .", and it would have been obvious to modify and interpret the disclosure 
of Castle cited above as implicitly showing "receiving an electronic copy of said media 
request . . . and combining said electronic copy of said advertisement with said media 
request. . . .", because modification and interpretation of the cited disclosure of Castle 
would have provided "a method and apparatus for automatically auctioning advertising 
space at market rates to prospective advertisers in an on-line publication. . . (see 
Castle (If [0006]), based on the motivation to modify Castle so as to "[generate] revenue 
in on-line publishing. " (See Castle (U [0005]). 
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As per dependent claim 2, Castle shows the method of claim 1. 

Castle (the ABSTRACT; M0001]) discloses "subscribers. . . . " Castle (the 
ABSTRACT; M0001]; [00010]; [0014]; [0015]; [0016]; [0020]; [0024]; [0026]; and 
[003 1]) implicitly shows the "log-in" and profile elements of claim 2 (The examiner 
interprets the "subscribers. . . ." disclosure combined with the profile and demographic 
disclosures as showing log-in elements); however, 

Castle lacks a verbatim recital of the "log-in" elements of claim 2; it would have 
been obvious to a person of ordinary skill in the art at the time of the invention that the 
disclosure of Castle (the ABSTRACT; ffl|[0001]; [00010]; [0014]; [0015]; [0016]; 
[0020]; [0024]; [0026]; and [0031]; and whole document) implicitly shows the "log-in" 
and profile elements of claim 2; and it would have been obvious to modify and interpret 
the disclosure of Castle cited above as showing the "log-in" and profile elements of claim 
2, because modification and interpretation of the cited disclosure of Castle would have 
provided "a method and apparatus for automatically auctioning advertising space at 
market rates to prospective advertisers in an on-line publication. ..." (see Castle fl[ 
[0006]), based on the motivation to modify Castle so as to "[generate] revenue in on-line 
publishing. " (See Castle fl[ [0005]). 



Dependent claim 3 is rejected for at least the same reasons as dependent claim 2. 
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As per dependent claim 4, Castle shows the method of claim 2. 

Castle (FIG. 1; the ABSTRACT; 1ffl[0001]; [00010]; [0014]; [0015]; [0016]; 
[0020]; [0024]; [0026]; and [0031]) implicitly shows the "log-in", "profile" and "bidding" 
elements of claim 4 ; however, 

Castle lacks a verbatim recital of the "log-in", "profile" and "bidding" elements 
of claim 4; it would have been obvious to a person of ordinary skill in the art at the time 
of the invention that the disclosure of Castle (FIG. 1; the ABSTRACT; ffiOOOl]; 
[00010]; [0014]; [0015]; [0016]; [0020]; [0024]; [0026]; and [0031]; and whole 
document) implicitly shows the "log-in", "profile" and "bidding" elements of claim 4; and 
it would have been obvious to modify and interpret the disclosure of Castle cited above as 
showing the "log-in", "profile" and "bidding" elements of claim 4, because modification 
and interpretation of the cited disclosure of Castle would have provided "a method and 
apparatus for automatically auctioning advertising space at market rates to prospective 
advertisers in an on-line publication. ..." (see Castle flf [0006]), based on the 
motivation to modify Castle so as to "[generate] revenue in on-line publishing. " (See 
Castle (H [0005]). 

As per dependent claim 5, Castle shows the method of claim 1 . 

Castle (the ABSTRACT; FIG. 1; fflOOOl]; [0004]; [0005]; [0006]; [0009]; 
[0010]; [0011]; [0012]; [0013]; [0014]; [0015]; [0016]; [0017]; [0018]; [0019]; [0022]; 
[0023]; [0024]; [0025]; [0026]; [0027]; [0028]; [0029]; and [0031]; and whole 
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document) implicitly shows locating an advertisement space in said electronic copy of said 
media request; [and] assigning said advertisement space a unique identification 
number. . . " elements and limitations of claim 5. 

Castle lacks explicit recital of the "determining the dimensions of said 
advertisement space; [and] determining the location of said advertisement space in said 
media request. ..." 

"Official Notice" is taken that both the concepts and the advantages of the 
"determining the dimensions of said advertisement space; [and] determining the location of 
said advertisement space in said media request. . . ." were well known and expected in the 
art by one of ordinary skill at the time of the invention because; for example, it would 
have been obvious to a person of ordinary skill in the art at the time of the invention that 
the disclosure of Castle (the ABSTRACT; FIG. 1; ffiOOOl]; [0004]; [0005]; [0006]; 
[0009]; [0010]; [0011]; [0012]; [0013]; [0014]; [0015]; [0016]; [0017]; [0018]; [0019]; 
[0022]; [0023]; [0024]; [0025]; [0026]; [0027]; [0028]; [0029]; and [0031]; and whole 
document) implicitly shows the "determining the dimensions of said advertisement space; 
[and] determining the location of said advertisement space in said media request. . . .", and 
it would have been obvious to modify and interpret the disclosure of Castle cited above as 
implicitly showing the "determining the dimensions of said advertisement space; [and] 
determining the location of said advertisement space in said media request. . . " because 
modification and interpretation of the cited disclosure of Castle would have provided "a 
method and apparatus for automatically auctioning advertising space at market rates to 
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prospective advertisers in an on-line publication. . . . " (see Castle flf [0006]), based on 
the motivation to modify Castle so as to "[generate] revenue in on-line publishing. " 
(See Castle flj [0005]). 

Dependent claim 6 is rejected for at least the same reasons as presented in the 
rejection of independent claim 1 . 

As per dependent claim 7, Castle shows the method of claim 6. 

Castle (the ABSTRACT; FIG. 1; 1ffl[000l]; [0004]; [0005]; [0006]; [0009]; 
[0010]; [0011]; [0012]; [0013]; [0014]; [0015]; [0016]; [0017]; [0018]; [0019]; [0022]; 
[0023]; [0024]; [0025]; [0026]; [0027]; [0028]; [0029]; and [0031]; and whole 
document) implicitly shows the "data file" "advertisement space" and "electronic copy" 
elements of claim 7. 

Castle lacks explicit recital of the "dimensions" and "unique identification 
number" elements and limitations of claim 7. 

"Official Notice" is taken that both the concepts and the advantages of the 
"dimensions" and "unique identification number" elements and limitations of claim 7 were 
well known and expected in the art by one of ordinary skill at the time of the invention 
because; for example, it would have been obvious to a person of ordinary skill in the art at 
the time of the invention that the disclosure of Castle (the ABSTRACT; FIG. 1; 
1M0001]; [0004]; [0005]; [0006]; [0009]; [0010]; [0011]; [0012]; [0013]; [0014]; [0015]; 
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[0016]; [0017]; [0018]; [0019]; [0022]; [0023]; [0024]; [0025]; [0026]; [0027]; [0028]; 
[0029]; and [003 1]; and whole document) implicitly shows the "dimensions" and "unique 
identification number" elements and limitations of claim 7, and it would have been obvious 
to modify and interpret the disclosure of Castle cited above as implicitly showing the 
"dimensions" and "unique identification number" elements and limitations of claim 7, 
because modification and interpretation of the cited disclosure of Castle would have 
provided "a method and apparatus for automatically auctioning advertising space at 
market rates to prospective advertisers in an on-line publication. . . . " (see Castle flf 
[0006]), based on the motivation to modify Castle so as to "[generate] revenue in on-line 
publishing, " (See Castle fl| [0005]). 

Dependent claim 8 is rejected for at least the same reasons as presented in the 
rejection of independent claim 1 . 

Independent claim 9 is rejected for substantially the same reasons as independent 

claim 1. 

As per claim 10, Castle (the ABSTRACT; FIG. 1; fflOOOl]; [0004]; [0005]; 
[0006]; [0009]; [0010]; [0011]; [0012]; [0013]; [0014]; [0015]; [0016]; [0017]; [0018]; 
[0019]; [0022]; [0023]; [0024]; [0025]; [0026]; [0027]; [0028]; [0029]; and [0031]; and 
whole document) implicitly shows bidding for advertisement space in a media on demand 
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system . . . receiving a set of advertisement space information, said set of advertisements 
space information . . . location for each available advertisement space in a media request; 
receiving a user profile; assigning a value to each of said available advertisement spaces 
based upon said set of advertisement space information and said user profile; and 
communicating a bid to a service provider for each available advertisement space desired. 

Castle lacks explicit recital of the "information including a unique identification 
number for each available advertisement space, a set of dimensions for each available 
advertisement space. ..." 

"Official Notice" is taken that both the concepts and the advantages of the 
"information including a unique identification number for each available advertisement 
space, a set of dimensions for each available advertisement space. . . " were well known 
and expected in the art by one of ordinary skill at the time of the invention because; for 
example, it would have been obvious to a person of ordinary skill in the art at the time of 
the invention that the disclosure of Castle (the ABSTRACT; FIG. 1; ffif[0001]; [0004]; 
[0005]; [0006]; [0009]; [0010]; [0011]; [0012]; [0013]; [0014]; [0015]; [0016]; [0017]; 
[0018]; [0019]; [0022]; [0023]; [0024]; [0025]; [0026]; [0027]; [0028]; [0029]; and 
[0031]; and whole document) implicitly shows the "information including a unique 
identification number for each available advertisement space, a set of dimensions for each 
available advertisement space. ..." , and it would have been obvious to modify and 
interpret the disclosure of Castle ' cited above as implicitly showing the "information 
including a unique identification number for each available advertisement space, a set of 
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dimensions for each available advertisement space. ..." because modification and 
interpretation of the cited disclosure of Castle would have provided "a method and 
apparatus for automatically auctioning advertising space at market rates to prospective 
advertisers in an on-line publication. ..." (see Castle flj [0006]), based on the 
motivation to modify Castle so as to "[generate] revenue in on-line publishing. " (See 
Castle fl| [0005]). 

As per dependent claim 11, Castle shows the method of claim 10. 
of Castle (the ABSTRACT; FIG. 1; W 0001]; [0004]; [0005]; [0006]; [0009]; [0010]; 
[0011]; [0012]; [0013]; [0014]; [0015]; [0016]; [0017]; [0018]; [0019]; [0022]; [0023]; 
[0024]; [0025]; [0026]; [0027]; [0028]; [0029]; and [0031]; and whole document) 
implicitly shows the elements and limitations of claim 11; however, 

Castle lacks a verbatim recital of the elements and limitations of claim 1 1 . 

It would have been obvious to a person of ordinary skill in the art at the time of the 
invention that the disclosure of Castle (FIG. 1; the ABSTRACT; 1ffl[0001]; [00010]; 
[0014]; [0015]; [0016]; [0020]; [0024]; [0026]; and [0031]; and whole document) 
implicitly shows the elements and limitations of claim 1 1, and it would have been obvious 
to modify and interpret the disclosure of Castle cited above as showing the elements and 
limitations of claim 11, because modification and interpretation of the cited disclosure of 
Castle would have provided "a method and apparatus for automatically auctioning 
advertising space at market rates to prospective advertisers in an on-line 
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publication, . . . " (see Castle fl| [0006]), based on the motivation to modify Castle so as 
to "[generate] revenue in on-line publishing. " (See Castle flf [0005]). 

Dependent claim 12 is rejected for at least the same reasons as the rejection of the 
"dimensions" and "advertisement space" elements and limitations of claim 10. 

Independent apparatus claim 13 is rejected for substantially the same reasons as 
independent method claim 1 . 

As per claim 14, Castle shows the method of claim 13. 

Castle (the ABSTRACT; FIG. 1; fflOOOl]; [0004]; [0005]; [0006]; [0009]; 
[0010]; [0011]; [0012]; [0013]; [0014]; [0015]; [0016]; [0017]; [0018]; [0019]; [0022]; 
[0023]; [0024]; [0025]; [0026]; [0027]; [0028]; [0029]; and [0031]; and whole 
document) implicitly shows the "preferred user data corresponding to said at least one 
advertisement stored in said memory. . . " elements and limitations of claim 14. 

Castle lacks explicit recital of the "dimensions" elements and limitations of claim 

14. 

"Official Notice" is taken that both the concepts and the advantages of the 
"dimensions" elements and limitations of claim 14 were well known and expected in the 
art by one of ordinary skill at the time of the invention because; for example, it would 
have been obvious to a person of ordinary skill in the art at the time of the invention that 
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the disclosure of Castle (the ABSTRACT; FIG. 1; M0001]; [0004]; [0005]; [0006]; 
[0009]; [0010]; [0011]; [0012]; [0013]; [0014]; [0015]; [0016]; [0017]; [0018]; [0019]; 
[0022]; [0023]; [0024]; [0025]; [0026]; [0027]; [0028]; [0029]; and [0031]; and whole 
document) implicitly shows the "dimensions" elements and limitations of claim 14 , and it 
would have been obvious to modify and interpret the disclosure of Castle cited above as 
implicitly showing the "dimensions" elements and limitations of claim 14, because 
modification and interpretation of the cited disclosure of Castle would have provided "a 
method and apparatus for automatically auctioning advertising space at market rates to 
prospective advertisers in an on-line publication. ..." (see Castle flj [0006]), based on 
the motivation to modify Castle so as to "[generate] revenue in on-line publishing. " 
(See Castle flf [0005]). 

CONCLUSION 

3. Any response to this action should be mailed to: 

Commissioner for Patents 
P. O. Box 1450 
Alexandria, VA 22313-1450 

Any response to this action may be sent via facsimile to either: 

(703)305-7687 (for formal communications EXPEDITED PROCEDURE) or 

(703) 305-7687 (for formal communications marked AFTER-FINAL) or 

(703) 746-7240 (for informal communications marked PROPOSED or DRAFT). 

Hand delivered responses may be brought to: 
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Seventh Floor Receptionist 
Crystal Park V 
2451 Crystal Drive 
Arlington, Virginia. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to John L. Young who may be reached via telephone at (703) 305-3801 . The 
examiner can normally be reached Monday through Friday between 8:30 A.M. and 5:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Eric Stamber, may be reached at (703) 305-8469. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 305-3900. 




Primary Patent Examiner 



October 18, 2004 



